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Tel: 813-925-8505 -Fax:813-925-8525 -WAW.smithhopen.com 




Intellectual Property Law 



lb: U,S. Patent & Trademark Office 


From: 


Michael M. McGaw 


Examiner: Theodore J. Stigell 
Attn: Art Unit 3763 


Client: 


1372.30.UTLDV 

■ 


Fax: (571)273^8300 




Pages: 


1 5 including coversheet 


Phone: 




Date: 


September 20, 2006 


Re: USSN: 10/708,1 11 




CC: 


University of South Florida 


□ Urgent 0 For Review 


□ Please Comment 


□ Please Reply □ Rease Recycle 



Pear Examiner Stigell: 



Enclose please find the following: 

1 ) Transmittal letter with Certificate of Facsimile Transmission under 37CFR 1 .8(a) dated 
September 20, 2008(1 page). 

2) Screen shot showing error message (1 page); 

3) Notice of Express Abandonment for USSN: 1 0/709,1 36 (1 page); 

4) Notice of Express Abandonment for USSN: 10/708, 140 <1page); 

5) Office action for USSN: 10/708,136 (5 pages); and 

6) Office action for USSN: 10/708,140 (5 pages). 




Michael M. McGaw 
USPTO Reg. No. 53,296 



The documentation accompanying this transmission contains information from the Law Office of Smith & 
Hopen, P. A., which is confidential and/or privileged- The Information is intended only for the use of the 
individual or entity named on this sheet. If you are not the intended recipient you are hereby notified 
that any disclosure, copying, distribution, or the taking of any action in reliance upon the contents of this 
telecopied information is strictly prohibited. If you have received this transmission in error, please notify us 
by telephone immediately, so that we can arrange for the return of the original documents to us at no 
cost to you. 



PAGE 111 1 ' RCVD AT 9/2012006 4:58:35 PM [Eastern Daylight Time] * SVR:USPTO€FXRF-1/22 * DNIS:2738300 * CSID:813925S525 * DURATION (mm-ss):02-58 



09/20/2006 16:51 FAX 8139258525 



SMITHHOPEN 




1 002/011 



Practitioner's Docket No.: 1372.30.UTLDV 



PATENTS 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Applicant: Richard Heller 
Serial No.: 10/708,111 
Filed: 02/10/2004 

For: Electroporation and Electrophoresis 
System and Method of Achieving Molecular 
Penetration into Cells In Vivo 



Examiner: Theodore J. Stigell 
Art Unit: 3762 



Transmitted to Central Fax at (571) 273-8300 
Commissioner for Patents 
P.O. Box 1450 

Alexandria, VA 22313-1450 



Dear Examiner Stigell: 

We received a server error from EPAVE during the electronic submission of the above 
referenced utility application indicating that a resource problem occurred. The application 
was mistakenly assigned three serial numbers as a result of the error. A Notice of 
Abandonment is being filed for each redundant application contemporaneously with this 
notice. Attached are copies of the Notice of Abandonment for each. The redundant 
applications, however, have received office actions subsequent to our discovery of the 
multiple filings. We attach the office actions received for the redundant applications in 
keeping with 37 C.F.R. §1.56, 

Very respectfully, 



Michael M. McGaw 



Dated: September 20, 2006 

Reg. No. 53,296 SMITH & HOPEN, P.A. 

1 80 Pine Avenue North 
Oldsmar, Florida 34677 
(813) 925-8505 
Attorneys for Applicants 

pc: University of South Florida USPTO Customer No, 21,901 

CERTIFICATION OF FACSIMILE TRANSMISSION 

(37 CJF.R- 1 .8(a)) 

1 HEREBY CERTIFY that this document is being transmitted to the United States Patent and 
Trademark Office, Central Fax Center 3762, at (571)273-8300 on September 20, 2006. 

Date: September 20, 2006 

April Turley *J 
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United States Patent and Trademark Office 



UNITJCP STATES PBFAfcTMfcNT OF COMfrJCKCE 
United Siawa Patent end Trademark Office 
Addrtw.: COMMISSIONER FOR PATENTS 
P.O. Bo* MJ0 

Alexandria, Virginal 223 U-l 450 
www,ujplo.gOV 



| ATTORNEY DOCKET NO. | CONFIRMATION NO. [ 



| APPLICATION NO. | PILJN'G PATH | 



FIRST NAMRP mvBNTOR 



I0/708.I36 



2JV0I 



02/09-2004 



7590 



06/ 1 4/2006 

SMITH HOPEN, PA 

180 PINE AVENUE NORTH 

OLDSMAR, FL 34677 



Richard Heller 



1 372.30.DIV 



2135 



[ 



EXAMINER 



J 



MANUEL, GEORGE C 



ART UNIT 



PAPER NUMBER 



3762 



DATE MAILED: 06/14/2006 



Please find below and/or attached an Office communication concerning this application or proceeding. 
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Office Action Summary 



Application No. 

10/708.136 



Examiner 



Applicant(s) j 
HELLER ET AL 



Art Unit 
3762 



George Manuel 

- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE MONTH (S) OR THIRTY (30) DAYS, 

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

. Extensions of time may be available uncter the provisions of 37 CFR 1 .136(a). In no evant. however, may a reply be Umely filed 
after SIX 16) MONTHS from the mailing data of this communlcaton. 

- If NO period for reply is specified above, ihe maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing dale of this communication. 

- Failure to reply wirhln ihe aei or extended Defied for reply win. by statute, cause the application to become A&AHDONEO (35 use. 5 133). 
Any reply received by the Office later than three months after the maiPrig dale of this communicstiofh even If Umely filed, may reduce any 
earned peiem term adjustment. See 37 CFR 1 .704(b). 

Status 

1)D Responsive to communlcatlon(s) filed on . 

2a)D This action is FINAL 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except f or forma] matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayte, 1935 CD. t1 , 453 O-G. 213. 

Disposition of Claims 

4) EI Claim(s) 1 and 2 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. v 

6) S Claim(s) L2 is/are rejected. 

7) D Claim(s) : is/are objected to. 

8) D Claim (s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)Q The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawlng(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. Sea 37 CFR 1 .121 (d). 
1 i)d The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 1 19 

1 2)Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)D Some * c)D None of: 

1 Certified copies of the priority documents have been received. 
2.Q Certified copies of the priority documents have been received in Application No. 



3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachments) 

1 ) Notice of References Cited (PTO-892) 

2) □ Notice of Dreteperson'a Patent Drawing Review (PTO-948) 

3) □ Informatfon Disclosure Statement^) (PTO-1 44e or PTO/SB/08) 

Paper No(s)/Mail Date 



4) □ Interview Summary (PTO-413) 

Paper No(s)/Mali Date. . 

5) □ Notice of Informal Patent Application (PTO-1 52) 

6) □ Other: . 



U 8. Patem ana Tradamark Office 

PTOL-326 (Rev- 7-05) 



Office Action Summary 



Part of Paper No./Malt Date 20060609 
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Application/Control Number: 10/708,136 
Art Unit: 3762 






Page 2 



iwit m mum 

SEP 2 0 2006 



DETAILED ACTION 

■ 

Claim Rejections - 35 (JSC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
ttie prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner In which the invention was made. 

Claims 1 -2 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Weaver et al '034 in view of Meserol '921 . 

Weaver et al disclose reservoirs 18 that are filled with molecules that are to be 
transported and electrodes 16 that are placed in contact with the surface of tissue 22. A 
pulse generator 12, in communication with the electrodes 16 provides an electrical 
pulse of a specific shape, voltage, duration and frequency to the electrodes. The 
shape r duration, frequency and peak voltage of the pulse are controlled by a controller 
14. The pulse is gradually cycled to higher voltages until electroporation occurs. At that 

■ 

point, the pulse, shape, duration, frequency and voltage is maintained until a desirable 
amount of molecular transfer has occurred. 
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Art Unit: 3762 

Maeserol teaches pore formation and electrophoretic movement can be most 
effectively accomplished with the use of exponential pulses. 

In view of the teaching of Maeserol, one of ordinary skill in the art would have 
found it obvious to use an exponentially rising pulse for the pulse generator 1 2 of the 
device of Weaver et al. 



The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Weaver et al '223, Weaver '069, and Lattin et al '953 disclose 
related electroporation devices capable of delivering a charged molecule into a cell in 

vivo. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to George Manuel whose telephone number is (571) 272- 
4952. 



Conclusion 



Qa&rge Manuel 
Primary Examiner 
Art Unit: 3762 




6/9/06 
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Examiner 


Art Unit 


Page 1 of 1 




3762 




George Manuel 



U.S. PATENT DOCUMENTS 







Document Number 
Country code«Number-Kind Coda 


□ate 
MM-YYYY 


Name j 


Classification 


* 


A 


US-5,91 1,223 


06-1999 


Weaver et al. 


128/896 




B 


US-5,389.069 *" 


02-1995 


Weaver, James C. 


604/21 




c 


US-5,0 19,034 


05-1991 


Weaver et al. 


604/20 


* 


n 


US-5,551,953 


09-1996 


Lattin etal. 


604/20 
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US-5,720.921 


02-199B 


Meserol, Peter M. 


423/44 
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US- 
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us- 
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-a copy of this reference is nd being furnished with this Office action. (See mpep ? 707.05(a).) 
Dates In MM-YYYY format are publication dates. Classifications may be US or foreign. 



U.S Paiani and Trademark Office . 

PTO-692 (Rev. 01-2001) Notice Of floteraneea Cited Part of Paper No. 
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United States Patent and Trademark Office 



APPLICATION NO. 



HI LINO DATE 



10708,140 



02/09/2004 

06/05/2006 



21901 7390 

SMITH HOPEN, PA 

160 PINE AVENUE NORTH 

OLDSMAR, FL 34677 



FIRST NAMED INVENTOR 



Richard Heller 



UNITED STATES DEPARTMENT OF COMMERCE 
United Stfcta rironl and Trademark Office 
AddreiK COMMISSIONER FOR PATENTS 
P.O. Box M30 

Alexandria, Virginia 223 13-1*50 
www.uipu.gov 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



1372.30.D1V 



2139 



EXAMINER 



ART UNIT 



MANUEL, GEORGE C 



paper number 



J702 

DATE MAILED: 06/05/2006 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 
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Art Unit: 3762 

Koibie because the teaching of Ivory applies to a similar electrophoresis movement of 
molecules. 



The art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Taakeuchi et al 669 discloses the principle of exponential increase of 
electrons in the electron emission,. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to George Manuel whose telephone number is (571) 272- 
4952. 
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Ggorge Manuel 
Primary Examiner 
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